TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from

the examner's refusal to allowclains 2-4, 6-11, and 17-28,

which are all of the clains pending in this application. Upon

the filing of this appeal, the exam ner approved entry

1 Application for patent filed May 19, 1993.
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(advi sories mailed Cctober 25, 1994 and January 09, 1995) of

anmendnents filed Cctober 11, 1994 and Decenber 22, 1994, after

the final rejection.

BACKGROUND

The appellant's invention relates to a col or photographic
material. An understanding of the invention can be derived
froma reading of exenplary claim28, which has been
repr oduced bel ow.

28. A multiple layer silver halide col or photographic
mat eri al conprising, on a reflective support, a plurality of
silver halide emulsion |ayers, at |east one silver halide
enul sion | ayer containing a cyan dye-form ng coupler, at |east
one silver halide emul sion | ayer containing a magenta dye-
form ng coupler, and at |east one silver halide emulsion |ayer
containing a yell ow dye-form ng coupler, wherein the silver
chl oride content of the silver halide emul sion contained in at
| east one of the enulsion layers is at |least 90 nol% and a
plurality of non-photosensitive colloid | ayers wherein at
| east one contains an ultraviol et-absorbing agent; wherein
said material contains a water-soluble dye, and wherein said
silver halide col or photographic material conprises, in the
non- phot osensitive colloid | ayer furthest fromthe support
containing an ultraviol et-absorbing agent, a dispersion of an
emul sified and di spersed m xture of a solution of at |east on
ul travi ol et -absorbi ng agent represented by formulae (1) or
(I'1), and at |east one water-insol uble polynmer conpound, and a
gelatin having an isoelectric point of at |east 6.0:
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, H
X
(OHp-1 (11);
Re)y Rs)h

wherein R, R, and R, each represent a hydrogen atom a hal ogen
atom a nitro group, a hydroxyl group, an al kyl group, an

al koxy group, an aryl group, an aryloxy group, or an acylam no
group, and R, and R, each represent a hydrogen atom an al kyl
group, an al koxy group, or an acyl group, wherein the R, R,
R;, R, and R, groups may be substituted, X represents -CO or -

COO, and I, mand n are each an integer of 1 to 4.
OH
l\I\
R3 N .
i( R, Iy s The prior
art Ry ref erences
of
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relied upon by the examner in rejecting the appeal ed cl ai ns

ar e:
Sasaki et al. (Sasaki 1) 4,692, 399 Sep.
08, 1987
Sakai et al. (Sakai) 4, 865, 957 Sep. 12,
1989
| shigaki et al. (Ishigaki) 4,879, 204 Nov. 07,
1989
Sasaki et al. (Sasaki 11) 4,992, 358 Feb. 12,
1991
Hayashi 5, 206, 120 Apr. 27,
1993

Clainms 2-4, 6-11, and 17-28 stand rejected under 35
U S C
§ 103 as bei ng unpatentabl e over any one of Sakai, Sasaki | or
Sasaki Il each in view of Hayashi and |shi gaki.

OPI NI ON

We have carefully reviewed the respective positions

advanced by appellant and the examner. |In so doing, we are

constrained to agree with appellant, based on the present
record, that the exam ner has not carried the initial burden

of establishing a prima facie case of obviousness with respect

to the subject matter defined by the appeal ed cl ai ns.
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Accordingly, we shall not sustain the exam ner's rejection as
foll ows.

According to appellant, the clains stand or fall together
(brief, page 5). W have selected claim28, the only
i ndependent cl ai mon appeal, as a representative clai mupon
whi ch the present decision is based.

It is axiomatic that, in proceedings before the PTQO
clainms in an application are to be given their broadest
reasonabl e interpretation consistent wwth the specification,
and that claimlanguage should be read in light of the
specification as it would be interpreted by one having

ordinary skill in the art. In re Sneed, 710 F.2d 1544, 1548,

218 USPQ 385, 388 (Fed. G r. 1983).

Foll owi ng that basic rule of claiminterpretation, we
determ ne that claim28 specifies a color photographic
mat erial that includes at |east five layers including at |east
two non-photosensitive |ayers and at |east three silver halide
cont ai ni ng enul sion | ayers provided on a reflective support.
At | east one silver halide containing enulsion | ayer of each
of cyan, magenta, and yellow dye-form ng couplers are forned.
The phot ographic nmaterial includes plural non-photosensitive

5
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colloid layers with at | east one containing an ultraviolet
absorbing agent. The non-photosensitive colloid | ayer
containing an ultraviol et absorbing agent which is furthest
fromthe support includes a water-insoluble polyner and a
gelatin. The latter layer is obtained froma dispersion of an
enul sified and di spersed m xture of a solution of at |east one
ul travi ol et absorption agent obtained froma class of
conpounds defined by two separate clainmed fornulas, at |east
one water insoluble polynmer conpound, and a gelatin having an
i soelectric point of at |least 6.0. The photographic nmateri al
contains a water-soluble dye and at | east one of the silver
hal i de enul sion | ayers includes a 90 nol e percent silver
chloride content.

In our view, the exam ner has failed to set forth a
cogent explanation as to why a skilled artisan woul d have been
led or notivated by the applied secondary references and the
undi sputed factual assertions of the exam ner (page 8 of the
nonfinal office action mailed Septenber 8, 1993, pages 7 and 8

of the final rejection and pages 5 and 6 of the answer)? to

2 Appellant's argunents and call for an affidavit fall
(continued...)
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nmodi fy the photographic materials of any of Sakai, Sasaki | or
Sasaki Il to include a non-photosensitive colloid |ayer
containing at |east one ultraviolet absorption agent, at | east
one water insol uble polynmer conpound, and a gelatin having an
isoelectric point of at least 6.0 in the position as clained.
In this regard, we note that even if the applied reference
teachi ngs and asserted "comon know edge"” woul d have rendered
the use of a separate non-photosensitive |ayer containing a
wat er insol ubl e pol ynmer conpound in any of Sakai, Sasaki | or

Sasaki Il prima facie obvious, that conbination of |ayers

woul d not result in the clainmed photographic material wherein
the specified at | east one ultraviolet absorption agent is
present in the sane |layer as the water insoluble polyner
conmpound and the gelatin having an isoelectric point of at

| east 6.0.

To establish a prina facie case of obvi ousness, an

exam ner must explain why the teachings fromthe prior art

itself would have suggested the cl ai med subject matter to one

2(...continued)
short of a specific denial of each of the facts asserted by
the examner. See In re Fox, 471 F.2d 1405, 1407, 176 USPQ
340, 341 (CCPA 1973).
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of ordinary skill in the art. See In re R nehart, 531 F.2d

1048, 1051, 189 USPQ 143, 147 (CCPA 1976). The nere fact that
the prior art could be nodified as proposed by the examner is

not sufficient to establish a prina facie case of obvi ousness.

See In re Fritsch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783

(Fed. Cir. 1992).

In our view, the notivation relied upon by the exam ner
for conbining the teachings of the references to arrive at
appellant’ s clainmed invention herein appears to have cone from
t he disclosure of appellant’s invention in his specification
rather than fromthe prior art. Accordingly, based on the
present record, the applied prior art would not have rendered

the specifically clainmed process herein prima facie obvious.

Because we reverse on the basis of failure to establish a

prima facie case of obvi ousness, we need not reach the issue

of the sufficiency of appellant's showi ng of alleged

unexpected results. See In re Geiger, 815 F.2d 686, 688, 2

UsPQ2d 1276, 1278 (Fed. Cir. 1987).
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For the above reasons, we find that the exam ner has not
set forth a factual basis which is sufficient to support a

concl usi on of obviousness of appellant's clained invention.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 2-4, 6-11, and 17-28 under 35 U.S.C. 8§ 103 as being
unpat ent abl e over any one of Sakai, Sasaki | or Sasaki Il each
in view of Hayashi and I|Ishigaki 12-16 under 35 U. S.C. 8§ 103 is

rever sed

REVERSED

JOHN D. SM TH )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
CHUNG K. PAK ) APPEALS
Adm ni strative Patent Judge ) AND
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PETER F. KRATZ
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Adm ni strative Patent Judge )
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Bur ns, Doane, Swecker & Mathis
George Mason Bui | di ng

Washi ngton and Prince Streets
P. O, Box 1404

Al exandria, VA 22313-1404
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